
The World Intellectual Property
Organization (WIPO) has
announced the conclusion of a new

treaty on June 27. The Marrakesh Treaty to
Facilitate Access to Published Works for
Persons who are Blind, Visually Impaired, or
otherwise Print Disabled is intended to
address what WIPO refers to as the “book
famine” by improving access to books for the
blind, visually impaired, and print-disabled.
The conclusion of the new Treaty has been
warmly received, with treaty negotiators even
receiving congratulations from American
singer Stevie Wonder. 

IMPETUS FOR THE TREATY
The impetus for adopting this Treaty relies on World Health
Organization information that “there are more than 314
million blind and visually impaired persons in the world,
90 per cent of whom live in developing countries,” and a
2006 WIPO survey that revealed that “fewer than 60 coun-
tries have limitations and exceptions clauses in their copy-
right laws that make special provision for visually impaired
persons, for example, for Braille, large print or digitized
audio versions of copyrighted texts.” 

TREATY IN BRIEF
The Treaty requires contracting parties to “provide in their
national copyright laws for a limitation or exception to the
right of reproduction, the right of distribution, and the right
of making available to the public as provided by the WIPO
Copyright Treaty (WCT), to facilitate the availability of
works in accessible format copies for beneficiary persons.
The limitation or exception provided in national law should
permit changes needed to make the work accessible in the
alternative format.” In addition, “Contracting Parties may
also provide a limitation or exception to the right of public
performance to facilitate access to works for beneficiary
persons.” (emphasis added) The Treaty also provides for
cross-border exchange of accessible format copies to enable
the sharing of such works with other countries. 

The treaty will enter into force after it has been ratified
by 20 WIPO members that agree to be bound by its provi-
sions. The full text is available at http://www.wipo.int/
meetings/en/doc_details.jsp?doc_id=245323.

IMPLEMENTATION ISSUES
The Marrakesh Treaty provides, in Article 1, that “Nothing
in this Treaty shall derogate from any obligations that
Contracting Parties have to each other under any other
treaties, nor shall it prejudice any rights that a Contracting
Party has under any other treaties.” 

Countries that are members of other agreements on
copyright and related rights must comply with the relevant
provisions of those agreements as they relate to permissible
exceptions and limitations other than those that are specif-
ically mentioned in the agreement. These provisions are
summarized in the table below. Note that the interpretation
of these nearly-identical provisions will be carried out by
two different bodies, the World Trade Organization (WTO)
and WIPO.

One area to watch will be the issue of what constitutes
an accessible format. Although the Treaty defines an “acces-
sible format” as one “used exclusively by beneficiary
persons,” WIPO’s discussion mentions, in addition to
Braille, formats such as large print text and audio books. IP

[For more information, see the table on page 8]
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SUPREME COURT DECIDES ASSOCIATION OF MOLEC-
ULAR PATHOLOGY V. MYRIAD GENETICS
On June 13, 2013, the U.S. Supreme Court issued its deci-
sion on the patentability of DNA sequences. “A naturally
occurring DNA segment is a product of nature and not
patent eligible merely because it has been isolated, but
cDNA is patent eligible because it is not naturally occur-
ring.” Pp. 10–18. (cDNA refers to complementary DNA,
that is, DNA that is generated on the basis of another piece
of DNA.)

NEW DEPOSITARY IN UNITED STATES
The Provasoli-Guillard National Center for Marine Algae
and Microbiota (NCMA) has achieved the status of Inter-
national Depositary Authority under the Budapest Treaty,
effective April 26, 2013.

NIH SETTLES WITH HENRIETTA LACKS FAMILY
On August 6, 2013, the National Institutes of Health
settled a long-standing dispute over rights to the HeLa cell
line that is widely used in medical research. The HeLa cell
line originated in 1951, when physicians removed cancer
cells from Henrietta Lacks. The cells were the first human
cell line to be successfully grown in vitro. Neither Ms.
Lacks nor her family was asked to consent to the use of the
cells, giving rise to questions as to whether compensation

might be due for use of the cell line. 
Under the terms of the agreement, two members of the

family of Henrietta Lacks, the progenitor of the cells, will be
entitled to sit on a board to review applications for use of the
HeLa cells. No money is involved in the settlement, but the
Lacks family claimed a privacy interest since some studies are
aimed at sequencing her genome. Ms. Lacks died of cervical
cancer at age 31 after failed treatments at Johns Hopkins.

GAO ISSUES REPORT ON COUNTERFEIT 
AND PIRATED GOODS
The General Accountability Office has issued a report,
“Insights Gained from Efforts to Quantify the Effects of
Counterfeit and Pirated Goods in the U.S. Economy.”
While finding that counterfeiting and piracy create an
economic impact that is “sizeable,” the GAO repeated its
April 2010 observations that “the illicit nature of counter-
feiting and piracy makes estimating the economic impact
of IP infringements extremely difficult,” requiring studies
to make assumptions that can have enormous impacts on
estimates. “Because of the significant differences in types
of counterfeited and pirated goods and industries involved,
no single method can be used to develop estimates. Each
method has limitations, and most experts observed that it
is difficult, if not impossible, to quantify the economy-wide
impacts.” A summary of the report can be accessed at
http://www.gao.gov/products/GAO-13-762T.

COPYRIGHT OFFICE NEWS
Register of Copyrights Calls for Copyright Law Updates
On March 20, 2013, Register of Copyright Maria Pallante
gave testimony before the U.S. House of Representatives,
calling for updates to the Copyright Law. Ms. Pallante’s
testimony is reprinted beginning on page 5.

Appointments in the Copyright Office
On April 16, 2013, Register of Copyrights Maria A.
Pallante announced several new appointments: the
appointment of Robert J. Kasunic as Associate Register of
Copyrights and Director of Registration Policy & Practice.
Mr. Kasunic formerly served as Deputy General Counsel
of the Copyright Office. Other recent appointees to senior
staff positions at the Copyright Office include Karyn
Temple Claggett as Associate Register of Copyrights and
Director of Policy & International Affairs, who formerly
served as Senior Counsel for Policy and International
Affairs; David J. Christopher as Chief Operating Officer,
formerly chief of the Copyright Office’s Information and
Records Division; and Maria Pallante as the twelfth
Register of Copyrights and director of the United States
Copyright Office. After the retirement of former Register
Marybeth Peters, Ms. Pallante served as the Acting Register
for five months. IP
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The Pirate’s Guide to Patents, Trade-
marks, and Copyrights, subtitled
Insider Tactics for Beating Pirates on

Their Own Terms, provides a quirky and
definitely irreverent look at different aspects
of the intellectual property system and its
relationship to business. Authored by the IP
Section’s own David D. Winters, The
Pirate’s Guide begins each chapter with a
Pirate’s Rule and describes or reprints a
number of U.S. laws aimed at combatting
piracy. Readers of The Pirate’s Guide should
be prepared for a light-hearted approach to
serious subjects. Topics covered in the book
include trade secrets, trademarks, patents,
copyright piracy, and prudent measures to
observe if you plan to do business abroad.
“The Catechism of Intellectual Property
Crime” addresses, in a question/answer
format, issues on what constitutes criminal
behavior in the area of intellectual property, and the
“Tactical Weapons Matrix” offers a chart organized by
subject (artwork, photograph, business slogan), the intel-
lectual property tool (weapon) used to protect each one,
and its term of protection. 

One of the more provocative points made in The
Pirate’s Guide is the observation that criminal penalties
apply in infringement of copyright and trademark but not
patents. Here is part of what Mr. Winters’ pirate has to
say on the subject:

“Authority without wisdom is like a heavy axe
without an edge: fitter to bruise than to polish.”1 By
the look of it, US Patent, Trademark and Copyright
legislation is suffering from a deficit of adult quality

supervision. Really. Now, if our present
statutory structure were the product of a
junior high civics class project, we could
understand how it got into its present
condition. If a fourteen year old music
groupie estimated the economic and social
value of the latest hit song to be superior
to that of, for example, a new AIDS
vaccine, she might be forgiven in her
youthful exuberance. If a 16 year old boy
determines production of movies and
videos to be of greater import than inven-
tion of the digital computer, we might,
yet, cut the child a bit of proverbial slack.

“But when a bunch of middle-aged to
ancient legislators demonstrate these same
sentiments, we can only wonder at their
childish and frivolous priorities. And we
have plenty of cause to wonder, for in
present intellectual property legislation,

frivolity soundly trumps progress and productivity.”

If you have a fondness for the irreverent and food for
thought, The Pirate’s Guide will entertain and provide food
for thought. IP

NOTE
1. Bradstreet, Anne. Meditations Divine and Moral.: The

Works of Anne Bradstreet. Ed. Jeannine Hensley. Cambridge
Belknap Press, 1967. 274. Our beloved colonial American poet,
Anne is one of the few authors whom we can reasonably assume
to be OUT of copyright. But we could be wrong. She is not;
well, not entirely, anyway.

Arrrrgh!!!!

Mark your calendar to attend the TBA Intellectual
Property Law's Annual CLE program on April 18,
2014 in Nashville.

Watch for program details as they develop via
TennBarU at: http://www.tnbaru.com/CLE/
catalog_by_date.php IP

Mark Your Calendar

Photo: © iStockphoto.com

The Pirate’s Guide to Patents,
Trademarks, and Copyrights 
By David Douglas Winters
$16.95 | 232 pages | 2012



Conducting a patent search may be a daunting task
for a non-patent attorney, but even a cursory
analysis of published patent literature can provide a

wealth of valuable information for clients and practitioners
alike.  While an inventor is never required to complete a
patentability search as part of the quid pro quo for acquiring
patent protection, doing so may be prudent in order to reveal
the state of the art before filing an application.  Indeed, a
working knowledge of the prior art can guide patent prose-
cution strategy at every step from application drafting to the
grant of well-examined claims, providing assurance that
prosecution efforts are not wasted along the way. 

APPLICATIONS FOR ONLINE PATENT SEARCHING
The ubiquity of applications for online patent searching has
made the search process more convenient than ever.  Subscrip-
tion-based applications, such as PatBase, Orbit (Questel),
Derwent World Patents Index (Thomson Reuters), Total-
Patent (LexisNexis), and Delphion may be used when the
budget allows, but for most searchers, free online applications
are sufficient to illuminate the area of interest.  For example,
free patent searches may be conducted via:  the United States
Patent and Trademark Office (www.uspto.gov); Google
Patents (www.google.com/patents); Free Patents Online
(www.freepatentsonline.com); the World Intellectual Property
Organization (www.wipo.int); and the European Patent
Office (worldwide.espacenet.com), to name a few. 

STRUCTURING A SEARCH
Patent searching is as much art as science.  It may take
hours or even weeks to complete a comprehensive search,
depending on the complexity of the subject matter
involved. However, in most cases, iterative use of  (i) text
searching, (ii) classification searching, and (iii) citation
searching can provide any researcher with an informed
overview of the patent landscape in a given field within the
space of a few hours. 
Text/Keyword Searching.With a particular searching

application or other electronic resource in mind, a first step
of any patent search should be a keyword search using
operators specific to the application of choice.  Boolean
operators, proximity operators, and/or truncation limiters
are effective for scoping a proper search.  For example,
when searching Google Patents, use quotation marks
(“word or phrase”) to search for an exact word or phrase, a
dash (-) before a word to exclude all results that include
that word, an asterisk (*) as a placeholder or wildcard term,
or two periods without spaces (..) to separate numbers in
order to see results that contain numbers in a given range.  

Each searching application has its own lexicon to facilitate
narrowing a text search and scoping a proper query, and each
application will have its own order of operations when inter-
preting the search operators.  With these operators in mind,
use iterative text searches to locate five to ten of the most rele-
vant references before moving on to classification searching. 
Classification Searching. Examine the handful of search

results from the text queries to ascertain the most relevant

patent classification numbers relating to a given technology.
For example, there may be an International Patent Classifi-
cation (IPC), European Patent Classification (ECLA), U.S.
Patent Classification (USPC), Japanese FI or F-term Classi-
fication, or a Locarno Classification number printed on the
front page of a search result.  Or, for documents published
in 2013, there may be a Cooperative Patent Classification
(CPC) designation, which denotes the IPC-based classifica-
tion scheme recently implemented jointly by the USPTO
and the EPO.   With such a classification number, a search
can be broadened to include a group of closely related patents.  

A class number itself may be entered as a search term,
and a class-number search will lead to, typically, about 50
to 200 references that patent examiners have identified as
being closely related within a particular area of interest.
The most pertinent classes should be exhaustively combed,
one by one, in a thorough patent search. 
Citation Searching. Citation searching is also very

useful for rapidly uncovering relevant prior art.  As an
example, a U.S. patent includes a list of references cited by
an attorney or examiner in the course prosecution.  This
list of “backward citations” may be useful for finding more
fundamental, related patents or applications.  Similarly,
“forward citations” are those citing the patent in hand.
Forward citations are useful for following the development
of a particular technology, and they may be easily identified
with any electronic search tool. 

Putting the pieces together, then, a comprehensive patent
search should include text/keyword, classification and cita-
tion searching steps, though the order of the steps may vary
through the course of the iterative process.  Additionally,
patent searchers should keep in mind that each individual
associated with the filing and prosecution of an application
for a United States Patent (e.g. each inventor named in the
application, each attorney or agent who prepares or prose-
cutes the application, and every other person who is substan-
tively involved in the preparation or prosecution of the
application  and who is associated with the inventor, the
assignee or with anyone to whom there is an obligation to
assign the application) has a duty to disclose to the USPTO
all information known to be material to the patentability of
any claim in the patent application.  Accordingly, it is imper-
ative to keep an organized record of search results
throughout the searching process to facilitate disclosure to
the USPTO when and if a patent application is filed. 

Finally, while the nuances of a particular technological
field may vary, a structured search methodology, such as
this one, will render focused, relevant results that will be
valuable to clients making legal and/or business decisions.
Hence dedicating a few hours’ time to implementing a
guided patent search effort is certainly feasible and well-
worth the investment. IP

REBECCA M. BARNETT is an associate with Waddey &
Patterson P.C. in Nashville, where she practices in the areas of
patent and trademark law.  Ms. Barnett can be reached for
comment or questions at rmb@iplawgroup.com.
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THE REGISTER’S CALL FOR UPDATES TO U.S. 
COPYRIGHT LAW2

Thank you for the opportunity to appear before
you today to discuss the state of our copyright
law. My message is simple. The law is showing
the strain of its age and requires your attention.
As many have noted, authors do not have effec-
tive protections, good faith businesses do not
have clear roadmaps, courts do not have suffi-
cient direction, and consumers and other private
citizens are increasingly frustrated. The issues are
numerous, complex, and interrelated, and they
affect every part of the copyright ecosystem,
including the public at large. For reasons that I
will explain, Congress should approach the
issues comprehensively over the next few years
as part of a more general revision of the statute.
A comprehensive effort would offer an occasion
to step back and consider issues both large and
small, as well as whether and how they relate to
the equities of the statute as a whole. This
Subcommittee in particular has an opportunity to do what
it has done in the past, not merely to update particular
provisions of copyright law, but to put forth a forward-
thinking framework for the benefit of both culture and
commerce alike. 

It has been fifteen years since Congress acted expan-
sively in the copyright space. During that period, Congress
was able to leave a very visible and far-reaching imprint
on the development of both law and commerce. It enacted
the Digital Millennium Copyright Act (“DMCA”), which
created rules of the road for online intermediaries (e.g.,
Internet service providers) and a general prohibition on
the circumvention of technological protection measures
(so-called “TPMs”) employed by copyright owners to
protect their content. The DMCA also created a rule-
making mechanism by which proponents could make the
case for temporary exemptions to the TPM provisions in
order to facilitate fair use or other noninfringing uses (the
“section 1201 rulemaking”).

Nonetheless, a major portion of the current copyright
statute was enacted in 1976. It took over two decades to
negotiate, and was drafted to address analog issues and to
bring the United States into better harmony with interna-
tional standards, namely the Berne Convention. Moreover,
although the Act is rightly hailed by many as an accomplish-
ment in balance and compromise, its long trajectory defeated
any hope that it could be effective into the 21st century. In
fact, former Register of Copyrights Barbara Ringer, who had
worked closely with Congress for much of the 1976 revision
process, later called it a “good 1950 copyright law.” 

I think it is time for Congress to think about the next
great copyright act, which will need to be more forward
thinking and flexible than before. Because the dissemina-

tion of content is so pervasive to life in the 21st century,
the law also should be less technical and more helpful to
those who need to navigate it. Certainly some guidance
could be given through regulations and education. But my
point is, if one needs an army of lawyers to understand
the basic precepts of the law, then it is time for a new law. 

A central equation for Congress to consider is what
does and does not belong under a copyright owner’s
control in the digital age. I do not believe that the control
of copyright owners should be absolute, but it needs to be
meaningful. People around the world increasingly are
accessing content on mobile devices and fewer and fewer
of them will need or desire the physical copies that were
so central to the 19th and 20th century copyright laws.

Moreover, while philosophical discussions have a place
in policy debates, amending the law eventually comes
down to the negotiation of complex and sometimes arcane
provisions of the statute, requiring leadership from
Congress and assistance from expert agencies like mine.
The list of issues is long: clarifying the scope of exclusive
rights, revising exceptions and limitations for libraries and
archives, addressing orphan works, accommodating
persons who have print disabilities, providing guidance to
educational institutions, exempting incidental copies in
appropriate instances, updating enforcement provisions,
providing guidance on statutory damages, reviewing the
efficacy of the DMCA, assisting with small copyright
claims, reforming the music marketplace, updating the
framework for cable and satellite transmissions, encour-
aging new licensing regimes, and improving the systems
of copyright registration and recordation. 

That said, Congress does not need to start from

Pallante Calls for Copyright Revisions
Statement of Maria A. Pallante, Register of Copyrights, before the Subcommittee on Courts, Intellectual Property

and the Internet Committee on the Judiciary United States House of Representatives, 113th Congress, 1st Session

March 20, 20131

(continued on page 6)

Maria A. Pallante is an American attorney who is the 12th United States Register of Copyrights.
— Photo courtesy of the Library of Congress
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scratch, as it has already laid the groundwork for many
core issues. For example, Congress already has had more
than a decade of debate on the public performance right
for sound recordings, and has given serious consideration
to improving the way in which musical works are licensed
in the marketplace. These issues are ripe for resolution.

Likewise, Congress has requested a number of studies
from the Copyright Office in recent years, on a variety of
timely topics, including the first sale doctrine, orphan
works, library exceptions, statutory licensing reform, feder-
alization of pre-72 sound recordings, and mass digitization
of books. Additionally, we have reports in progress on small
copyright claims and resale royalties for visual artists. 

Congress also may need to apply fresh eyes to the next
great copyright act to ensure that the copyright law
remains relevant and functional. This may require some
bold adjustments to the general framework. You may
want to consider alleviating some of the pressure and grid-
lock brought about by the long copyright term — for
example, by reverting works to the public domain after a
period of life plus fifty years unless heirs or successors
register their interests with the Copyright Office. And in
compelling circumstances, you may wish to reverse the
general principle of copyright law that copyright owners
should grant prior approval for the reproduction and
dissemination of their works — for example, by requiring
copyright owners to object or “opt out” in order to
prevent certain uses, whether paid or unpaid, by educa-
tional institutions or libraries. 

If Congress considers copyright revision, a primary
challenge will be keeping the public interest at the fore-
front, including how to define the public interest and who
may speak for it. Any number of organizations may feel
justified in this role, and on many issues there may in fact
be many voices, but there is no singular party or proxy. In
revising the law, Congress should look to the equities of
the statute as a whole, and strive for balance in the overall
framework. It is both possible and necessary to have a
copyright law that combines safeguards for free expression,
guarantees of due process, mechanisms for access, and
respect for intellectual property. 

To this end, I would like to state something that I hope
is uncontroversial. The issues of authors are intertwined
with the interests of the public. As the first beneficiaries
of the copyright law, they are not a counterweight to the
public interest but instead are at the very center of the
equation. In the words of the Supreme Court, “[t]he
immediate effect of our copyright law is to secure a fair
return for an ‘author’s’ creative labor. But the ultimate aim

is, by this incentive, to stimulate artistic creativity for the
general public good.”3 Congress has a duty to keep
authors in its mind’s eye, including songwriters, book
authors, filmmakers, photographers, and visual artists. A
law that does not provide for authors would be illogical
— hardly a copyright law at all.

Finally, evolving the Copyright Office should be a
major goal of the next great copyright act. In short, it is
difficult to see how a 21st century copyright law could
function well without a 21st century agency. The expertise
of the Office is reflected in countless contributions over
the last hundred years, including official studies, congres-
sional hearings, treaty negotiations, trade agreements,
policy recommendations, and legal interpretations, not to
mention in the statute and its legislative history, and in
opinions of the courts. But today, many constituents want
the Copyright Office to do better the things it already
does, and to do a host of new things to help make the
copyright law more functional — from administering a
small copyright claims tribunal to offering arbitration or
mediation services to issuing advisory opinions. Moreover,
as others have noted, the statute has become too detailed
and less nimble, and could be more useful and flexible if
certain aspects were handled administratively. 

In closing I would like to express my gratitude to the
members of the Subcommittee for your interest in and
commitment to copyright policy, and encourage you to
think big. The next great copyright act is possible if you
approach it comprehensively, and as always, the staff of
the U.S. Copyright Office is at your disposal. IP

MARIA A. PALLANTE is an American attorney who is the 12th
United States Register of Copyrights. She was appointed
Acting Register effective January 1, 2011, succeeding Mary-
beth Peters, who retired effective December 31, 2010. On June
1, 2011, she was permanently appointed to the position.4

NOTES
1. Reprinted from http://www.copyright.gov/regstat/2013/

regstat03202013.html.
2. For a more extensive discussion of these issues, see Maria

A. Pallante, The Next Great Copyright Act, 37 COLUM. J.L. &
ARTS (Spring 2013), available at http://www.law.columbia.edu/
kernochan/manges. 

3. Twentieth Century Music Corp. v. Aiken, 422 US 151, 156
(1975)

4. http://en.wikipedia.org/wiki/Maria_Pallante

A Primer on Patentability Searching (continued from page 5)
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This article is reproduced in two parts from the U.S. Patent
and Trademark Office website, www.uspto.gov. Part I
appeared in the April edition of IP.

PROCESS FOR CORRECTING INVENTORSHIP AND
CHANGING/UPDATING AN INVENTOR’S NAME OR
THE ORDER OF JOINT INVENTORS’ NAMES 
The USPTO rules enable an applicant to correct inven-
torship where an application or patent sets forth improper
inventorship and where the prosecution of an application
results in the need to add or delete one or more inventors,
for instance, due to the addition or deletion of claims or
an amendment to the claims. The USPTO rules likewise
permit an applicant to change or update a particular
inventor’s name if his/her legal name has changed (e.g.,
due to marriage), or an inventor’s name contains an error
(e.g., typographical or transliteration mistake or the
reversal of family or given names). Finally, the USPTO
rules allow an applicant to adjust the order of the names
of joint inventors (e.g., to control the order of names on a
printed patent). An applicant may effect a correction of
inventorship or change/update to an inventor’s name or
the order of joint inventors’ names regardless of the filing
date of the application.

The table on the next page details the requirements to
make a correction of inventorship or change/update an
inventor’s name or the order of joint inventors’ names:

INSTRUCTIONS AVAILABLE FOR USPTO INVENTOR
OATH OR DECLARATION FORMS 
The USPTO developed a series of inventor oath or decla-
ration forms that may be used by inventors to fulfill the
inventor’s oath or declaration requirement of the AIA; the
agency previously released these forms in September 2012.
The forms are located at www.uspto.gov/forms. We
recently added instructions for how to complete the most
commonly used inventor’s oath or declaration forms. For
example, instructions are available for Form AIA/01,
which is a declaration for a utility or design application
when an application data sheet is filed in the application,
and Form AIA/02, which is a substitute statement filed in
lieu of an inventor’s oath or declaration for a utility or
design application. We encourage you to consult these
instructions for questions about the content of the forms.

INVENTOR’S OATH OR DECLARATION EXAMPLES 
The Office is providing four examples to aid applicants in
determining which inventor’s oath or declaration forms
must be submitted to the agency for an application filed
on or after September 16, 2012. Each example sets forth
a hypothetical fact pattern followed by the Office’s recom-
mendation of the inventor’s oath or declaration and other
related forms to be filed and those forms properly
completed. The examples are intended to be illustrative of
commonly encountered fact patterns. 

DOWNLOAD INVENTOR’S OATH OR DECLARATION
EXAMPLES [PDF – 8.8 MB] 
http://www.uspto.gov/aia_implementation/
oath_declaration_examples.pdf IP

AIA Practice Tips — Part II
Using a Substitute Statement, Correcting Inventorship, Changing/Updating Inventor Names or Their Order, and Filing

USPTO Inventor’s Oath or Declaration Forms 

By Janet Gongola, Patent Reform Coordinator, U.S. Patent and Trademark Office

(continued on page 8)

Intellectual Property, 
a Valuable Asset to
American Businesses
Today, some two-thirds of the value of America’s
large businesses can be traced to the intangible
assets that embody ideas, especially the intellectual
property (IP) of patents and trademarks.

— Robert J. Shapiro and Nam D. Pham,
“Economic Effects of Intellectual Property-Intensive

Manufacturing in the United States” Intellectual
Property

Other
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AIA Practice Tips — Part II (continued from page 7)

Document Type Type of Correction 
or Change 

Required Documents for Submission 
to USPTO 

Applicable 
Fee 

Non-provisional
patent application

Adding or deleting
inventor(s)

• A request under 37 CFR 1.48(a) to correct or change the
inventorship;
• A signed ADS including inventor information for all actual
inventors as required by 37 CFR 1.76(b)(1); and
• An executed inventor’s oath/declaration under 37 CFR
1.63 for any added inventors (37 CFR 1.48(b)).
Note: For applications filed prior to 9/16/12, where a 37 CFR
1.48(a) request is filed after 9/16/12, the inventor’s oath/decla-
ration must be compliant with the prior version of 37 CFR 1.63,
including the requirement to identify the entire inventive entity.
However, only the added inventor needs to execute the
oath/declaration identifying the entire inventive entity. 

$130 per
37 CFR
1.17(i)

Correcting or updating
the name of any
inventor

• A request under 37 CFR 1.48(f) to correct or update the
name of an inventor; and
• A signed ADS including the corrected or updated inventor
information as required by 37 CFR 1.76(b)(1).

Changing the order of
the names of joint
inventor

• A request under 37 CFR 1.48(f) to change the order of
names of joint inventors; and
• A signed ADS including the new desired order of inven-
tors as required by 37 CFR 1.76(b)(1).

Provisional patent
application

Adding or deleting
inventor(s) AND
Correcting or updating
the name of any
inventor
Note: The change in
order of the names of
inventors in a provi-
sional application is not
provided for since provi-
sional applications do
not become application
publications or patents.

• A request under 37 CFR 1.48(d) to correct the inventor-
ship, or to correct or update the name of an inventor, that
identifies each inventor by their legal name.
Note: The request must be signed by either:
(i) a patent practitioner who is of record or acting in a repre-
sentative capacity; or
(ii) the applicant (where the applicant is a juristic entity, the
request must be signed by a patent practitioner).
Also note: An ADS is not required.

$50 per
37 CFR
1.17(q)

Patent Correcting or updating
the name of any
inventor

• A request to correct inventorship under 37 CFR 1.324;
• A statement from each person being added as an inventor
AND each person currently named an inventor — each state-
ment either (i) agreeing to the change of inventorship; or (ii)
stating that the person has no disagreement regarding the
requested change; and
• A statement from all assignees (of persons who are
submitting a statement of agreement) agreeing to the change
of inventorship in the patent — each assignee statement
complying with 37 CFR 3.73(c).
Note: 35 U.S.C. 256 does not permit waiver of any of these
requirements. Where compliance is not possible, any correc-
tion of inventorship would need to be done via a reissue
application or through court order.
Also note: For applications filed before 9/16/12, the prior
version of 37 CFR 3.73(b) applies.

$130 per
37 CFR
1.20(b)
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ACCESSIONS
The Kingdom of Saudi Arabia has joined the Paten law
Treaty and the Patent Cooperation Treaty, both effective
August 3, 2013.  

Bosnia-Herzegovina acceded to the Lisbon Agreement
for the Protection of Appellations of Origin and their
International Registration, effective July 4, 2013. The
country also joined the Lisbon Act and the Additional Act
of Stockholm of the Madrid Agreement on Indications of
Source, effective July 19, 2013. The United States, United
Kingdom, Japan, and Italy have each made communica-
tions regarding their depository libraries. 

Rwanda has acceded to the Madrid Protocol, effective
August 17, 2013. India has also acceded to the Madrid
Protocol, effective July 8, 2013, with declarations
extending the time to notify a refusal to 18 months,
electing an individual fee, and reusing to allow any inter-
national registration effected under the Protocol before the
date of entry into force in India to be extended to India. 

Belgium has acceded to the Geneva Act of the Hague
Agreement Concerning the International Registration of
Industrial designs, with a declaration that the Benelux
Office is designated as a common office to the three
Benelux countries, and their territories are to be consid-
ered a single Contracting Party. The Geneva Act will enter
into force at a later date.

The United Kingdom has acceded to Vienna Agree-
ment Establishing an International Classification of the

Figurative Elements of Marks, with a declaration that the
United Kingdom will avail itself of the reservation
provided for in Article 4(5) of the Agreement. The Agree-
ment will enter into force on September 11, 2013.

The Kingdom of Belgium and the Republic of
Lithuania have ratified the Singapore Treaty on the Law
of Trademarks, effective for Belgium at a later date and
effective or Lithuania on August 14, 2013.

The Syrian Arab Republic has ratified the Beijing
Treaty on Audiovisual Performances. The date of entry
into force of the said Treaty will be notified when the
required number of ratifications or accessions is reached.

WIPO DATABASE EXCEEDS 10 MILLION MARKS
WIPO has announced the addition of six national collec-
tions of trademark records, including the entire USPTO
database, to the WIPO public database of trademark and
brand information.  These acquisitions take the WIPO
database from 2.2 million to 10.9 million records, making
it the world’s largest free, public trademark search facility.
A search feature permits trademark searches by classifica-
tion of images or figurative elements as well as goods and
services; automatic suggestion of potential matching
terms, and “fuzzy” and phonetic matches. The system also
allows for searches of U.S. documents using the U.S.
image classification. IP

International News

[T]he relationship between the IPR score and both FDI and imports is
both positive and significant (at the 10 and 5 percent levels, respectively).
A one point increase in the IPR score (about 10 percent) would on
average increase FDI by $1.5 billion. 
— W. Lesser, “The Effects of TRIPS-Mandated Intellectual Property Rights

on Economic Activities in Developing Countries”

IPR Score

FDI

Intellectual Property Rights Have an Exponential
Effect on Foreign Direct Investment
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New Treaty Concluded (continued from page 1)

Additional Limitations and Exceptions Permitted 
under Agreements on Copyright and Related Rights

Agreement Exceptions Permitted in Domestic Legislation

World Trade Organization, Agreement on Trade-
Related Aspects of Intellectual Property Rights: 
Article 13.

Members shall confine limitations or exceptions to exclusive rights
to certain special cases which do not conflict with a normal exploita-
tion of the work and do not unreasonably prejudice the legitimate
interests of the right holder.  

Berne Convention for the Protection of Literary and
Artistic Works: Article 9, paragraphs 2 and 3. 
[Article 9 relates to the right of reproduction.]

(2) It shall be a matter for legislation in the countries of the Union to
permit the reproduction of such works in certain special cases,
provided that such reproduction does not conflict with a normal
exploitation of the work and does not unreasonably prejudice the
legitimate interests of the author.

(3) Any sound or visual recording shall be considered as a reproduc-
tion for the purposes of this Convention.

Rome Convention for the Protection of Performers,
Producers of Phonograms and Broadcasting Organiza-
tions: Article 15, paragraph 2

2. Irrespective of paragraph 1 of this Article, any Contracting State
may, in its domestic laws and regulations, provide for the same
kinds of limitations with regard to the protection of performers,
producers of phonograms and broadcasting organisations, as it
provides for, in its domestic laws and regulations, in connexion with
the protection of copyright in literary and artistic works. However,
compulsory licences may be provided for only to the extent to which
they are compatible with this Convention. 

WIPO Copyright Treaty: Article 10 

(1) Contracting Parties may, in their national legislation, provide for
limitations of or exceptions to the rights granted to authors of
literary and artistic works under this Treaty in certain special cases
that do not conflict with a normal exploitation of the work and do
not unreasonably prejudice the legitimate interests of the author. 

(2) Contracting Parties shall, when applying the Berne Convention,
confine any limitations of or exceptions to rights provided for therein
to certain special cases that do not conflict with a normal exploitation
of the work and do not unreasonably prejudice the legitimate inter-
ests of the author. [See the agreed statement concerning Article 10]

WIPO Performances and Phonograms Treaty: 
Article 16

(1) Contracting Parties may, in their national legislation, provide for
the same kinds of limitations or exceptions with regard to the
protection of performers and producers of phonograms as they
provide for, in their national legislation, in connection with the
protection of copyright in literary and artistic works. 

(2) Contracting Parties shall confine any limitations of or excep-
tions to rights provided for in this Treaty to certain special cases
which do not conflict with a normal exploitation of the perform-
ance or phonogram and do not unreasonably prejudice the legiti-
mate interests of the performer or of the producer of the
phonogram. 


